Intellectual
Property

Trade Mark Protection

What is a trade mark and why do | need to protect it?

A trade mark is a means by which
customers or potential customers can
identify your goods or services; you
may know them as brands (e.g. BP for
petrol stations or WATTIES for grocery
items). If you have a reputation for
high quality goods or prompt and
efficient service, your trade mark will
usually connect this reputation to
goods bearing your trade mark, or
services in relation to which your
trade mark is used.

Therefore, in most businesses a trade
mark is a valuable asset.

In many cases, a trade mark will be
an enterprise’s trading name (eg.
MCDONALD’S). However, it could also
be a brand applied to a particular
product (like COKE for a beverage, or
SHOP’n’GO for supermarket services).
Trade marks can also be slogans
(such as ‘Where everyone gets a
bargain’) or logos or images (like the
CALTEX ‘star’), shapes (the COCA-
COLA bottle), colours (such as red for
WESTPAC banking services), sounds
or even smells.

How do I protect my
trade mark?

A trade mark is legally recognised as
‘property’ — you can buy it, sell it,
license it and, most importantly, stop
other traders from using it (i.e. enforce
your right to the exclusive use of the
trade mark).

If someone else uses the same or
similar mark in respect of the same or
similar goods or services to which the
owner’'s mark is registered, the owner
can prevent them or stop them using
that trade mark, and has the right to
claim damages and other legal
remedies for use of the infringing
trade mark.

If you don’t enforce your rights and stop
or prevent other traders from adopting a
trade mark that is identical or
confusingly similar to your trade mark,
the reputation and effectiveness of your
trade mark could diminish.

While it may be possible to enforce your
trade mark rights without registration,

it is significantly easier and more
cost-effective to protect your trade mark
if it is registered because your ownership
of the trade mark is presumed.
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What kind of protection will
registration give me?

Trade mark registration provides the
owner with a monopoly and the
exclusive right to use that trade mark in
respect of the specified goods and/or
services for which it is registered in
New Zealand.

In some cases, simply notifying the

person who is infringing your trade mark

that you have a registration may be
sufficient to stop them from using the
trade mark. And in some cases, the

mere existence of the registration on the

trade mark register may deter
competitors from adopting a similar
trade mark.

In the absence of registration, an owner
of a trade mark must rely on the
‘common law’ to enforce their rights

— like the right to exclude others from
passing themselves off as the trade
mark owner. It is often difficult and
expensive to rely on the common law to
enforce your trade mark rights, as there
is no automatic recognition of your
rights. And in some cases, where there
has been little or no use of the brand in
the marketplace, it may not be possible
to enforce your trade mark rights.
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Brand
Takeaways

e Devise a clever brand
name that is not directly
descriptive of your
product or service.

e Check that the name is
safe to use.

e Register the name as a
trade mark.

e Monitor your market and
deal with any instances
of infringement as soon
as possible.

Can I register my trade mark, if so, how?

To register a trade mark, you must apply
to the Intellectual Property Office of
New Zealand (IPONZ), which will
examine your application to determine
whether it qualifies for registration. If
your trade mark qualifies, and if nobody
opposes your application, your trade
mark will be registered and can remain
so indefinitely (provided you pay your
renewal fees).

There are certain restrictions on what
can be registered as a trade mark. For
example, IPONZ may refuse to register
your trade mark on the grounds that it
is descriptive of the goods and/or
services for which registration is sought
(e.g. the word CHOCOLATE would not be
eligible for registration as a trade mark
for ‘chocolate’ products).

You may also encounter difficulties
registering a trade mark if it is
considered to be similar to an existing
registered trade mark, which is
registered for identical or similar goods
and/or services to those of interest to
you, where your use of the trade mark
is likely to cause confusion.

Our IP team can advise with regard to
whether your trade mark can be
registered. Ideally, you should consult
with your advisor before you make an
investment in your brand, to make sure
it can be protected and that you are not
in danger of being stopped by another
trader with prior rights to the trade
mark.

This information sheet is produced by Duncan Cotterill. Itis intended to provide accurate general information. The contents do not
constitute legal advice and should not be relied on as such. Specialist legal advice should be sought as a basis for formulating

business decisions. © Duncan Cotterill 2009. All rights reserved.
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